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Response to Remarks 

1. Applicant's Appeal Brief filed on April 22, 2005 have been 
fully considered. 

Applicant does not agree that the prior art of Manalis 
teaches an energy emitting tip (page 7 of the Appeal Brief, last 
paragraph) . In addition, Applicant does not agree that the prior 
art of Manalis teaches a fluid layer (page 8 of the Appeal Brief, 
second paragraph) . Accordingly, the final rejection is 
withdrawn and a newly found prior art of Zenharusern et al . (US. 
5,607,568) is cited to reject claims 9, 11, 12 and 14. 

Claim Objections 

2. Claim 11 is objected to because of the following 
informalities : 

(a) in claim 11, line 1, the term "tip thermal" should be 
changed to --tip emits thermal — . 

Appropriate correction is required. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 
lb) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States, 

4. Claims 9, 11, 12 and 14 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Zenharusern et al . (U.S. Patent 
5,607,568) . 

Zenharusern teaches an atomic force microscope (AFM) having 
all of the elements and means as recited in claims 9, 10 and 14. 
For example, Zenharusern teaches the following: 

(a) as in claim 9, a data-storage device (Fig. 1; 
biomolecule 12 is a type of data) ; 

(b) as in claim 9, a storage medium 30 (Fig. 1; data 12 is 
stored/supported in medium 30; column 8, lines 24-30); 

(c) as in claim 9, nanometer- scaled data storage areas 12 
in' the storage medium 30 (Fig. 1; data 12 located in a nanometer- 
scale data area) ; 

(d) as in claim 9, an energy- emitting tip 16 positioned in 
close proximity to the storage medium 20 (Fig. 1; AFM type tip 
emits energy; column 8, lines 34-37, lines 51-55) ; 
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(e) as in claim 9, molecules positioned between the energy- 
emitting tip 16 and the storage medium 40 wherein the molecules 
are at least partially immersed in a fluid medium 14 (Fig. 1; 
column 8, lines 3-7); 

(f) as in claim 11, the energy- emit ting tip 16 emits 
thermal energy (Fig. 1; AFM tip emits light energy; column 8, 
lines 51-55) ; 

(g) as in claim 12, each of the molecules 12 comprises a 
one-dimensional molecules (Fig. 1; the molecules are arranged in 
a line) ; and 

(h) as in claim 14, the molecules comprise conductive 
molecules (Fig. 1; the fluid is conductive solution) . 
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Allowable Subject Matter 

5. Claims 1-3, 5-8, 15-17, 19 and 21-31 are allowable over prior 
art . 

6. Claims 10 and 13 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 

7. The following is an Examiner ! s statement of reasons for the 
indication of allowable subject matter: 

As in claims 1, 15 and 22, the prior art of record fails to 
teach or fairly suggest a data storage apparatus/method having 
the following features where an energy-emitting tip positioned in 
close proximity to the storage medium; a fluid medium positioned 
between the energy-emitting tip and the storage medium and the 
fluid medium comprises a ferrofluid. 

As in claim 10, the prior art of record fails to teach or 
fairly suggest a data storage apparatus having the following 
features where an energy-emitting tip positioned in close 
proximity to the storage medium; a fluid medium positioned 
between the energy-emitting tip and the storage medium and the 
energy emitting tip emits electrons. 
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As in claim 13, the prior art of record fails to teach or 
fairly suggest a data storage apparatus having the following 
features where an energy- emitting tip positioned in close 
proximity to the storage medium; a fluid medium positioned 
between the energy-emitting tip and the storage medium and the 
one dimensional conductor molecule comprises at least one type of 
molecule chosen form the group consisting of diols, polymers, 
surfactants, nanotubes and polymers. 

As in claim 21, the prior art of record fails to teach or 
fairly suggest a data storage apparatus/method having the 
following features where an energy-emitting tip positioned in 
close proximity to the storage medium; a fluid medium positioned 
between the energy- emitting tip and the storage medium and the 
fluid medium comprises a magnetic material. 

As in claims 23 and 29, the prior art of record fails to 
teach or fairly suggest a data storage device/method having the 
following features where an energy- emitting tip positioned in 
close proximity to the storage medium; a fluid medium positioned 
between the energy- emit ting tip and the storage medium and the 
fluid medium comprises a metallic material. 

The features indicated above, in combination with the other 
elements of the claims, are not anticipated by, nor made obvious 
over, the prior art of record. 
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8. Any inquiry concerning this communication or earlier 
communication from the examiner should be directed to Kim CHU 
whose telephone number is (571) 272-7585 between 9:30 am to 6:00 
pm, Monday to Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, William Korzuch, can be 
reached on (57) 272-7589. 

The fax number is: 

(571) 273-8300 (for formal communications intended for 
entry. Or: 

(571) 273-7585, (for informal or draft communications, 
please label "PROPOSED" or "DRAFT"). 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status 
information for unpublished application is available through 
Private PAIR only. For more information about the PAIR system, 
see http : //pair-direct . uspto .gov . 

Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217- 
9191 (toll free) . 
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